United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



I0/559.9K9 



I2/OK/2005 



Nobuhiro Hasegawa 



757 7590 04/07/2008 

BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, IL 60610 



ZIMMER, MARC S 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/559,989 


Applicant(s) 

HASEGAWA ET AL. 


Examiner 

MARC S. ZIMMER 


Art Unit 

1796 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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Claims 1, 3-7, and 15 had been individually rejected over Nakayama et al. and 
Kodera et al. Applicant has amended claim 1 so as to recite specific embodiments of 
the component having a, p or a,y-diol structure and, further, to require that the vinyl 
polymer has specific molecular weight distribution and, thereby, overcome the 
rejections. However, the Examiner discovered a new foundation for rejection in the 
course of carrying out an updated/modified search. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-14, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yano et al., U.S. Patent # 6,077,896 in view of Nakagawa et al., U.S. 
Patent Application Publication No. 2002/0137841 . Yano teaches a composition 
(abstract) that, in its most fundamental embodiment, comprises a silane-derivatized 
polyether and a compound having having a, p or a,y-diol structure of which the instantly 
claimed compounds are exemplary (column 4). Relevant to the present discussion, the 
added incorporation of a vinyl polymer bearing silyl groups is contemplated in column 3, 
lines 63-67. Suitable vinyl polymers are identified as those that are originally disclosed 
in the three Japanese patent documents identified in column 4, lines 1-5. A quick 
review of these documents verifies that they teach vinyl polymers equivalent to those 
mentioned in claims 4-7. However, it is not clear that these polymers adhere to the 
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polydispersity limitation now set out in the claims and, in fact, the vinyl polymers taught 
in the older two references almost certainly wouldn't adhere to this limitation given that 
living free radical polymerization techniques weren't developed until later. 

It is notable, on the other hand, that the compositions disclosed by Yano are to 
be used as construction sealants (column 7, lines 3-5) because Nakagawa says that the 
employment of polymers having a broad molecular weight distribution as sealant 
materials is problematic for the reason outlined in paragraph [0012]. Nakagawa goes 
on to describe the preparation of vinyl polymers having a low polydispersity that exploits 
the same synthetic approach that is used by Applicant, i.e. atom transfer free radical 
polymerization. See paragraphs [0043] and [0044]. It is, therefore, the position of the 
Examiner that it would have been obvious to one having ordinary skill in the art to 
replace the polymers taken in the preparation of the vinyl polymers mentioned with ones 
that are similarly-constituted but have been made by the synthetic approach disclosed 
in Nakagawa to yield polymers having a narrow polydispersity so as to improve the 
viscosity properties of the resulting composition. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARC S. ZIMMER whose telephone number is 
(571)272-1096. The examiner can normally be reached on Monday-Friday 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

March 28, 2008 



/Marc S. Zimmer/ 
Primary Examiner, Art Unit 1796 



